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Office Action Summary 


Application No. 

09/608,528 
Examiner 


Appjicant(s) 

LIAO ETAL 


Art Unit 


Period ,„S^if«5^^^-— -^^^^^^^^^ 

status adjustment. See 37 CFR 1.704(b) ^ ' communioation, even if timely filed, may reduce any 

m Responsive to communication(s) filed on 12 DecBmh^r9nnn . 

2a)n mis action is FINAL xhi^ 

• This actionis non-final 

Disposition of Claims . -^^o u.<c. ^ij. 

4) 13 Claim(s) M7 is/are pending in the application. 
4a) Of the above ciaim(s) is/are withdrawn from consideration 

5) G Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) n Claim(s) is/are objected to. 

8) S Claim(s) P17 are subject to restriction and/or election requirement. 
Application Papers 

9) n The specification is objected to by the Examiner 
1 0)0 The drawing(s) filed on ___ is/are: aO accepted or bO objected to by the Examiner 

Applicant may not request that any objection to the dra^^ng(s) be held In abeyance See 37 CFR 1 85ra) 

IDD The proposed drawing correction filed on is- a)n aoorovp^ h^n h- ' ^'"'^'^'^'^ 
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If approved, corrected drav^ngs are required in reply to this Office action 

12) U The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) 0 Acknowledgment is made of a claim forforeign priority under 35 U.S.C. § Il9(a)-(d) or (f) 

a)n All b)D Some* c)n None of; «WWor(f). 
1 .□ Certified copies of the priority documents have been received 
2.D Certified copies of the priority documents have been received in Application No 
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14)U Acknowledgment is made of a claim for domestic priority under 35 U S C S 1 1 P..^ « 

a) □ The translation ..fth.f^ • . ""^^"^ ^-^-C- § 119(e) (to a provisional application). 

1 ) □ Notice of References Cited (PTO-892) r-, 

2) U Notice of Draftsperson's Patent Drawing Review (PTO-948) S H '"^^'^''^'^ ^""^""^'^ ^^^^'"^^ ^^P^^ No(s). 

3) U Information Disclosure Statement(s) (PTO-1449) Paper No s) g □ ^^^""^ °^ ^PP'^^^tion {PTO-152) 
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• Art Unit: 2841 

DETAILED ACTION 
Election/Restrictions 

1 . Restriction to one of tlie following inventions is required under 35 U.S.C. 121 : 

I. Claims 1 -1 3, 1 7, drawn to a printed circuit termination post, classified in 
class 174, subclass 267. 

II. Claims 14-16, drawn to a method of making a printed circuit termination 
post, classified in class 29, subclass 829. 

2. The inventions are distinct, each from the other because of the following reasons: 
Inventions II and I are related as process of making and product made. The 

inventions are distinct if either or both of the following can be shown: (1 ) that the 
process as claimed can be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In the instant case the product as claimed can be made by another 
and materially different process, for example instead of coupling a second circuit board 
to a multi-pin component and then coupling both to a first circuit board, the multi-pin 
component can be coupled to both of the first and second circuit boards at the same 
time. 
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3. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

4. Because these inventions are distinct for the reasons given above and the 
search required for Group II is not required for Group I, restriction for examination 
purposes as indicated is proper. 

5. Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

6. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a petition under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.17(i). 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jose H Alcala whose telephone number is (703) 305- 
9844. The examiner can normally be reached from Monday to Friday. 
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8. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Jeffrey Gaffin can be reached on (703) 308-3301. The fax phone numbers 
for the organization where this application or proceeding is assigned are (703) 305-3431 
for regular communications and (703) 305-3431 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0956. 


JHA 

August 23, 2001 



^ 37CFR§L56(a)and(b) ^ 
DUTY TO DISCLOSE INFORMATION MATERIAL 
TO PATENTABILITY 


(a) A patent by its very nature is affected with a public interest. The pubUc interest is best served, 
and the most effective patent examination occurs when, at the time an application is being examined, the 
Office is aware of and evaluates the teachings of all information material to patentability. Each individual 
associated with the filing and prosecution of a patent application has a duty of candor and good faith in 
dealing with the Office, which includes a duty to disclose to the Office all information known to that 
individual to be material to patentability as defined in this section. The duty to disclose information exists 
with respect to each pending claim until the claim is cancelled or withdrawn from consideration, or the 
application becomes abandoned. Information material to the patentability of a claim that is cancelled or 
v^thdrawn from consideration need not be submitted if the information is not material to the patentability of 
any claim remaining under consideration in the application. There is no duty to submit information which 
is not material to the patentability of any existing claim. The duty to disclose all information known to be 
material to patentability is deemed to be satisfied if all information known to be material to patentability of 
any claim issued in a patent was cited by the Office or submitted to the Office in the manner prescribed by 
§§1 .97(b)-(d) and 1 .98. However, no patent will be granted on an application in connection with which fraud 
on the Office was practiced or attempted or the duty of disclosure was violated through bad faith or intentional 
misconduct. The Office encourages applicants to carefiiUy examine: 

(1) prior art cited in search reports of a foreign patent office in a counterpart application, 

and 

(2) the closest information over which individuals associated with the filing or prosecution 
of a patent application believe any pending claim patentably defines, to make sure that any material 
information contained therein is disclosed to the Office. 


(b) Under this section, information is material to patentability when it is not cumulative to 
information already of record or being made of record in the application, and 

( 1 ) It establishes, by itself or in combination with other information, a prima facie case of 
unpatentability of a claim; or 

(2) It refiites, or is inconsistent with, a position the applicant takes in: 

(i) Opposing an argument of unpatentability relied on by the Office, or 

(ii) Asserting an argument of a patentability. 

A prima facie case of unpatentability is established when the information compels a conclusion that a claim 
is unpatentable under the preponderance of evidence, burden-of-proof standard, giving each term in the claim 
its broadest reasonable construction consistent with the specification, and before any consideration is given 
to evidence which may be submitted in an attempt to establish a contrary conclusion of patentability.* 

*Note, 37 CFR §L97(h) states: "The filing of an information disclosure statement shall not be construed to 
be an admission that the information cited in the statement is, or is considered to be, material to patentability 
as defined in § 1.56(b)." 
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